
_____ “Bootlegs” revisited_____
Jim Dwyer and Andrew Wiseman report on the recent litigation brought by Sony Music

against Apple House Music.

I
n June 1993 Sony Music Australia 
Limited learnt that Apple House Music 
proposed releasing on the BANANA 
Label a series of CD's embodying the 
performances of some of Sony’s 

“superstar” artists (including Michael 
Jackson and Billy Joet). Sony learnt from 
AMCOS that the copyright in the sound 
recordings to be released by Apple House 
Music was either owned by, or licensed to 
Apple House Music. Apple House Music 
represented that in no circumstances was 
the product "bootleg”.

Apple House Music maintains that a 
“bootleg" record is an illegal record. The 
rest of the music industry understands a 
“bootleg’ record to be a record made 
secretly or without the knowledge or 
authority of the performing artist

On the basis of Apple House Music's 
representations as to the status of the 
sound recordings proposed to be released 
by it, AMCOS considered it had no 
alternative but to grant licenses to 
reproduce the works which were the 
subject of the Inquiry Notice received from 
Apple House Music.

Sony was not content to accept the 
representations made by Apple House 
Music that the CD’s in question were not 
bootlegs. Accordingly, Sony engaged in 
direct correspondence with Apple House 
Music in mid to late June. In particular 
Sony sought details of the recordings, 
including copies of them. No substantive 
response allaying Sony’s concerns had 
been received from Apple House Music by 
the end of July,

Claim

O
n 2 August 1993, Sony 
commenced proceedings in the 
Federal Court of Australia in 
Sydney, including an application 
for interlocutory injunctions restraining 

Apple House Music from marketing and 
selling its records. The proceedings were 
founded on alleged breaches of provisions 
of the Trade Practices Act 1974 and the 
Fair Trading Act 1987 (SA). Sony claimed 
that the release by Apple House Music of 
CD’s embodying sound recordings of 
performances of Michael Jackson would 
amount to misleading and deceptive 
conduct. The CD’s were not approved by 
Sony or Michael Jackson, Apple House 
Music was not affiliated with Sony or 
Michael Jackson and the recordings in

question were not of the same nature or 
quality as Michael Jackson's approved 
recordings.

Until Sony was given the opportunity to 
listen to the recordings in question no view 
could be formed as to whether there was 
any claim for copyright infringement. 
There was no infringement of Michael 
Jackson's performance rights. The limited 
scope of the 1989 amendment to the 
Copyright Act which, by Part XIA, 
introduced into Australian law 
performance protection, excluded 
performances by USA residents (the USA 
not being a signatory to the Rome 
Convention).

Approximately one hour before the 
hearing on 4 August Sony’s legal advisers 
received the proposed artwork for the 
CD's in question. Approximately half an 
hour before the hearing Sony’s legal 
advisers received copies of each of the 
three CD’s making up “the king of pop” 
series of Michael Jackson CD's, to be 
released by Apple House Music.

Sony’s concerns were justified. The 
recordings were bootlegs. The artwork 
contained minimal disclaimers.

The “Unauthorised” Recordings

T
o give Sony an opportunity to 
consider fully whether any 
copyright claim might be made, 
Sony, with Apple House Music’s 
consent, had the matter stood over to 18 

August 1993. During that time Michael 
Jackson joined the proceedings. It was 
established that Volumes II and III of “the 
king of pop” series were a reproduction of 
the charity concert given by Michael 
Jackson in October 1992 at the football 
stadium in Bucharest, Romania. That 
concert was broadcast live-to-air from 
Bucharest, hot-mixed by a BBC engineer 
in a BBC broadcast truck positioned 
outside the stadium, and broadcast live via 
satellite simultaneously on television and 
radio in most countries in Europe and in a 
limited number of countries in the Middle 
East and Africa. It is and remains unclear 
from where Volume I was derived, or by 
what means. However, the taping of the 
live concerts took place without the 
knowledge or permission of Michael 
Jackson. The person or company 
responsible for taping the concert (or the 
broadcast) was not identified by Apple 
House Music.

The pleadings were not enlarged to 
incorporate any claim of copyright 
infringement. Further evidence however 
was served in support of the claim of 
misleading and deceptive conduct. In 
addition, Sony and Michael Jackson 
amended their application to include 
claims of passing off and infringement of 
Michael Jackson’s “right of publicity”. The 
right of publicity argument drew analogies 
with the common law right of publicity in 
some states in the USA and drew support 
for its recognition in Australia from cases 
including Henderson -v- Radio Corporation 
Pty Limited, Moorgate Tobacco Co Limited - 
v- Phillip Morris Ltd (No 2) and 10th 
Cantanae Pty Limited -a- Shoshana Pty 
Limited,

On 16 August 1993, as part of its 
evidence, Apple House Music provided 
Sony’s legal advisers with a fax copy of a 
revised version of its artwork. This gave 
much greater prominence to disclaimers 
by adding the work UNAUTHORISED in 
block red capitals with parallel lines above 
and below it, giving the appearance of a 
word stamped on the artwork, and 
disclaimers in white letters on a red 
background appearing at the top and 
bottom of the front cover.

Interlocutory Application

O
n 18 August 1993 Einfeld J heard 
the application for interlocutory 
relief.

In respect of Apple House Music’s 
original artwork, Einfeld J found “I would 
have had little difficulty myself in 
pronouncing the injunction which the 
applicants seek for something of the kind”.

In respect of the revised artwork, 
without the UNAUTHORISED “stamp” 
discussed above, again Einfeld J found “1 
would be strongly inclined to grant the 
injunction, for despite the disclaimers on the 
label that I have described, the strong 
impression given by the label in that form 
would be that it was a recording of which 
Michael Jackson was at least aware and 
which he did not disapprove. The 
disclaimers would still not be likely to 
overbear the impression that members of the 
public were purchasing a true Michael 
Jackson disc”.

The addition of the UNAUTHORISED 
“stamp”, however, which extended on a 
diagonal slope from bottom left to right
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obliquely through the middle of the CD 
cover, swayed His Honour, on the evidence 
before him, against granting Sony and 
Michael Jackson the interim orders they 
sought. In return, Apple House Music 
would feature the disclaimers represented in 
the revised artwork and undertook to 
disclose to Sony’s and Michael Jackson’s 
legal advisers all marketing and promotional 
material prior to its release.

__________ Appeal _____

S
ony and Michael Jackson sought 
and obtained from Einfeld J leave 
to appeal. Between 18 August and 
29 September 1993, when the 
matter came before the Full Court of the 

Federal Court comprising Lockhart, 
Sheppard and French JJ, Apple House 
Music further revised its proposed artwork

by adding a more prominent disclaimer, 
again in the form of a diagonal 
representation of the word 
UNAUTHORISED, on the back cover of the 
CD’s. In addition, the third version of the 
artwork included, on the back cover, 
disclaimers mirroring those added 
previously to the front cover, at the top and 
bottom of the cover in white text on red 
background.

The Full Court came to the view that 
Einfeld J had not erred in applying the 
principles to an interlocutory hearing 
seeking injunctive relief and dismissed the 
appeal noting however the undertaking 
furnished to the Court by Counsel for Apple 
House Music to feature the enhanced 
disclaimers as represented in the further 
revised artwork. The Full Court noted that 
it may be that evidence would be led at the 
final hearing of attitudes and of reactions of

various persons who may be concerned in 
the purchase of the CD’s which may show 
that notwithstanding the disclaimers, there 
is nevertheless established misleading or 
deceptive conduct

Following the appeal, Apple House 
Music again revised its artwork for the 
covers of the CD’s in question. It gave even 
greater prominence to the disclaimer in the 
form of an UNAUTHORISED “stamp” on 
the back cover of the CD’s to mirror that 
appearing on the revised artwork for the 
front cover. However, Apple House did not 
use this fourth round of artwork when it 
released its CD's, reverting to the third 
round artwork.

The parties are presendy completing the 
discovery process in preparation for the final 
hearing,
Jim Dywer and Andrew Wiseman, Allen Allen 
and Hemsley.

Performers Protection - the gap exposed
Stephen Peach expounds upon the problems of and possible solutions to “unauthorised” sound recordings.

T
he recent release, by the Adelaide
based firm Apple House Music, of 
unauthorised sound recordings of 
many well known recording artists 

has exposed a significant gap in the 
performers’ protection provisions of the 
Copyright Act 1968 (PartXIA).

All of the recordings released to date are 
recordings of non-Australian artists. In 
relation to such artists Part XIA provides, in 
effect, that the following criteria need to be 
satisfied before the relevant artists can take 
action under the Act to restrain dealings in, 
and the exploitation of such unauthorised 
recordings. In short
(a) the recording must be a performance 

given on or after 1 January 1992; and
(b) the performance must have been given 

by an artist who is a citizen, protected 
person or resident of a country specified 
in the Regulations made under the Act 
(the most important omission being the 
United States of America); and

(c) the performance must have been given in 
such a country (again, the most 
important omission is the United States 
of America).
Most, if not all, of the recordings released 

by Apple House Music would appear to be 
recordings of performances given prior to 1 
January 1992 or performances given by 
citizens, protected persons or residents of 
non-scheduled countries or performances 
given in non-scheduled countries or a 
combination of these. The recordings were 
“unauthorised" in the sense that the release 
of the recordings was not authorised by 
either the artist or the artist’s record 
company. That fact is explicitly stated on the 
covers of all records released by Apple 
House Music.

Unauthorised recordings by many well 
known artists such as Madonna, Prince, U2, 
Michael Jackson and Queen have been

released on to the market without the 
recording artist receiving any recording 
royalties. Statutory mechanical royalties are 
paid, but these only represent a small 
proportion of the amount that these artists 
would typically receive upon the release of an 
authorised album.

The release of these recordings is a 
cause for both concern and embarrassment, 
not only in Australia, but internationally. In 
most territories of the world, including the 
United States of America, the release of such 
recordings can be restrained. In some 
territories, copyright legislation is relied 
upon whilst in other territories reliance is 
placed upon various unfair competition laws. 
It is a matter of great concern that a country 
that has, until recently, been at the forefront 
of copyright and intellectual property 
protection should be unable to adequately 
restrain the release of these unauthorised 
recordings, particularly in circumstances 
where firms such as Apple House Music are 
commercially exploiting the intellectual 
property of the artist without the artists’ 
consent and without paying any, or any 
adequate, compensation. The concern has 
been acknowledged by the Commonwealth 
Government and the matter is under review 
by the Minister for Justice, The Honourable 
Mr Duncan Kerr.

The protection gap could be effectively 
closed if the following amendments were to 
be made to Part XIA of the Act 
(a) The requirements for protection should 

be made disjunctive, not conjunctive. In 
other words, it would be sufficient if the 
performance was given in a scheduled 
country or given by a citizen, protected 
person or resident of a scheduled 
country. It would not be necessary for 
both requirements to be fulfilled. This 
would bring the Act in line with the 
corresponding UK Act, the Copyright, 
Designs and Patents Act 1988;

(b) Dealings in unauthorised recordings, 
whenever made, should be restricted. As 
presently drafted, the recording must be 
of a performance (in relation to non- 
Australian artists) given after 1 January 
1992. There seems no reason why the 
date of the performance should be a 
relevant factor provided that dealings in, 
or exploitation of, the recordings is not 
made retrospectively illegal;

(c) The United States of America should be 
scheduled. The argument against 
scheduling the USA is that it is not a 
signatory to the Rome Convention. 
However, the USA is able to restrict 
dealings in unauthorised recordings 
through a variety of unfair competition 
laws and, as such, is able to provide de 
facto performers’ protection. In those 
circumstances, there seems no practical 
justification for refusing to acknowledge 
the fact and extending performers' 
protection under our Act to the United 
States of America; and

(d) Those who obtain the exclusive 
recording services of the artists should 
be entitled to maintain a separate action 
under the performers’ protection 
provisions in circumstances where the 
performer does not consent to the 
recording of the performance. This 
approach has also been adopted in the 
UK legislation and acknowledges the 
reality that many artists look to the 
record company to safeguard their 
interests. In those circumstances, there 
seems little justification for not giving 
those companies the express right to 
maintain an action against those who 
exploit the unauthorised recordings.

Stephen Peach is a partner of the firm Gilbert
& Tobin in Sydney.
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